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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 30, 2007 and the after-final amendment filed on November 19, 2007 have 
been entered. 

Response to Amendment 

2. This Office Action is in response to the After-Final Amendment filed on 
November 1 9, 2007. The Amendment cancelled Claims 11, 13, and 1 4 and amended 
Claims 1, 2, 9, and 10. Therefore, the currently pending claims considered below are 
Claims 1-10 and 15. 

Claim Objections 

3. The Amendment filed on November 19, 2007 corrected the typographical error in 
Claim 2 as indicated in paragraph 3 of the August 31, 2007 Final Rejection. Therefore, 
the Examiner hereby withdraws that objection. 
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4. Claims 10 and 15 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. 
Claims 10 is a computer program product claim that refers back to any of Claims 1 to 9. 
Claim 15 is a program product claim that refers back to Claim 1 . The Office considers 
any claim that refers to another claim as dependent thereon, i.e. a dependent claim. 
Since Claim 1 is a system claim comprising a memory which stores (software) 
components for performing the various functions of the system and Claims 10 and 15 
fail to add, delete, or change any of these functions or differentiate how the components 
stored on the memory in the parent claim differs from "A computer program 
product. ..comprising a recordable data storage medium" (Claim 10) or "A program 
product stored on a computer-readable medium", Claims 10 and 15 fails to further limit 
their parent claims. Applicant is required to cancel the claim(s), or amend the claim(s) 
to place the claim(s) in proper dependent form, or rewrite the claim(s) in independent 
form. 



Claim Rejections - 35 USC §112 

5. The Examiner hereby withdraws the rejection of Claims 1 -1 1 and 1 3-1 5 under 35 
U.S.C. 112, 1 st paragraph as described in paragraphs , 5, 5-1, 6, and 6-1 in the August 
31, 2007 Final Rejection. 



Application/Control Number: 09/995,239 Page 4 

Art Unit: 3688 

The Amendment filed on November 19, 2007 corrected the error in Claim 10 as 
shown in paragraph 8-1 of the August 31, 2007 Final Rejection. Therefore, the 
Examiner hereby withdraws that rejection. 

The Examiner hereby withdraws the rejections of Claims 1 1 , and 1 3-1 5 under 35 
U.S.C. 1 1 2, 2 nd paragraph as described in paragraphs 8-2 and 8-3 of the August 31 , 
2007 Final Rejection. 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claim 15 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 15 recites "A program product stored on a computer readable medium". There is 
no support in the specification for a computer readable medium on which the program 
product is stored. The closest reference to such a feature in on page 7 recites the 
"computer program product including computer usable medium" (emphasis added). 
Since the specification further defines this computer usable medium as including a 
modulated carrier signal, the program is not stored thereon, only passes through the 
medium as it is being transmitted. 
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Claim Rejections - 35 USC § 101 

8. The Amendment filed on November 1 9, 2007 added physical components to the 
system of Claim 1; thus, overcoming the rejection of Claim 1-9 in paragraph 10-1 of the 
August 31 , 2007 Final Rejection. Therefore the Examiner hereby withdraws that 
rejection. 

However, the rejection of Claim 10 as being directed towards non-statutory 
subject matter - i.e. an electronic signal per se, still stands. The Applicant has defined 
the computer program product in the specification as a computer usable medium that 
includes "computer readable program code means for implementing the system 
components described above" and that "the computer program can be stored in storage 
or transmitted as a signal, such as on a modulated carrier signal" page 7). Thus, the 
computer program product may be an electronic signal per se. The Office considers 
electronic signals to be a form of energy and thus non-statutory. The Examiner notes 
that a detailed review of the specification and drawings has not located any disclosure 
of a physical storage medium that could contain computer readable code that the 
Applicant could incorporate into these claims to make them statutory. 

Claim 15 is also rejected as being directed towards non-statutory subject matter 
as Claim 10 above. While Claim 15 indicates the program product is "stored on a 
computer-readable medium" etc., which would place it within statutory subject mater, 
there is no support in the specification for such a computer-readable medium as 
described in the 35 U.S.C. 112, 1 st paragraph rejection in paragraph 7 above. 
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Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1,4-8, 10/1, 10/4-10/8, and 15 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Mattern et al (6,763,342). 

Claim 1 : Mattern discloses a computer system for generating user recommendations 
for a defined knowledge base, the computer system comprising a reasoning model, the 
reasoning model comprising: 

a. a component for storing, maintaining and representing a decision graph 
definable by an author (The user can modify the decision paths, column 5, lines 44-46), 
the decision graph comprising nodes and links between the nodes (a tree structure 
indicating their relationship, column 5, lines 33-54), the nodes comprising a set of 
decision nodes, and a set of feedback nodes, each of the nodes in the decision graph 
comprising rules defined by the author to define links to other nodes in the graph based 
on a processing of user information including probabilistic reasoning (neural networks; 
column 13, lines 6-9), and for a decision node, to request and obtain user information 
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(question and reply nodes, column 6, lines 26-35), and for a feedback node, to provide 
feedback to users (solution nodes, column 6, lines 26-35); 

b. a component to traverse the decision graph and fire the rules defined in the 
decision graph nodes (the reply is evaluated and the knowledge module 208 is 
accessed to retrieve the next node corresponding to the selected reply, column 12, lines 
4-10); and 

c. a communication component for communicating the feedback to the users 
through the webserver to assist the users in making decisions regarding a business 
transaction (The Web server 202 acts as the presentation layer of the system 200, 
column 4, lines 56-67). 

The Examiner notes that the new limitation that the recommendation providing to 
the user by the feedback nodes are either an interim or final recommendation is 
inherent. If the recommendation provided in Mattern is subsequently replaced by 
another recommendation (i.e. updated), then it was an interim recommendation. If it is 
not replaced, then it was the final recommendation. Furthermore, Mattern explicitly 
discloses that the system will present to the user "a series of proposed solutions" 
(column 4, lines 46-50); thus, it is providing interim recommendations. 

Claim 4: Mattern discloses a computer system as in Claim 1 above, and further 
disclose the nodes contain no information relating to presentation of data to a user (the 
retrieved information may be assembled with other (page-definition) information stored 
within the data store 221 to create a Web page, column 1 1 , lines 57-67). 
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Claim 5: Mattern discloses a computer system as in Claim 1 above, and further 
disclose the rules defining links to other nodes in the graph comprise rules accessing 
and evaluating one of: 

a) personalization choices collected implicitly or explicitly from the user (the reply 
is evaluated; column 12, lines 4-16); 

b) static data relating to the user; 

c) a dynamically generated user model; 

d) attributes of elements in the knowledge base, and; 

e) author-related goals. 

Claim 6: Mattern discloses a computer system as in Claim 1 above, and further 
disclose the decision graph comprises multiple entry points (a leap is used to redirect 
other decision paths to one common question node, column 6, lines 15-20). 

Claim 7: Mattern discloses a computer system as in Claim 1 above, and further 
disclose the decision graph comprises nodes potentially chaining the decision graph to 
other decision systems (links to external documents may be added to an answer node, 
column 10, lines 40-49). 
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Claim 8: Mattern discloses a computer system as in Claim 1 above, and further 
disclose the rules defining links between nodes in the decision graph utilize one of: 
weighting systems; fuzzy logic systems, and probabilistic reasoning (neural networks, 
column 13, lines 6-9). 

Claims 10/1 and 10/4-10/8: Mattern disclose a computer program product for use in the 
computer system described in the above claims. Thus, claims 10/1, and 10/4-10/8 are 
rejected using the same analysis of claims 1 and 4-8 above. 

Claim 15: Mattern discloses a program product for use in the computer system 
described in Claim 1 . Thus, Claim 15 is rejected using the same analysis of claim 1 
above. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



12. Claims 2, 3, 9, 10/2, 10/3, and 10/9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mattern et al (6,763-342) in view of Herz et al (US 2001/0014868) 
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Claim 2: Mattern discloses a computer system comprising a reasoning model as in 
claim 1 above and further disclose the decision nodes comprise question nodes 
(question and reply nodes, column 6, lines 26-35) and the feedback nodes comprise 
recommendation nodes (solution nodes, column 6, lines 26-35; the solution is presented 
to the user machine, column 12, lines 38-50), but does not explicitly disclose the 
feedback nodes comprise promotion nodes. However, Herz discloses a similar 
computer system for the automatic determination of customized prices and promotions 
that also automatically constructs product offers tailored to individual shoppers in a way 
that attempts to maximize the vendor's profits (paragraph 0004). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to include promotional nodes in Mattern in order to provide customized prices and 
promotions which would attempt to maximize the vendor's profits ( Herz , paragraph 
0004). 

Claim 3: Mattern and Herz disclose a computer system as in Claim 2 above, and Herz 
further disclose promotional nodes comprising cross-sell and up-sell nodes (selects 
offers from the offer database that are likely to result in profitable sales, paragraph 
[0037]; present selected offers to shopper, paragraph [0038]). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
for Mattern to promote cross-sells and up-sells in order to maximize the vendor's profits 
as discussed in Claim 2 above. 



Application/Control Number: 09/995,239 
Art Unit: 3688 



Page 1 1 



Claim 9: Mattern discloses a computer system for generating user recommendations 
for a defined knowledge base, the computer system comprising a reasoning model, the 
reasoning model comprising: 

a. a processor, and 

b. a memory, including a component for storing, maintaining and representing a 
decision graph definable by an author (The user can modify the decision paths, column 
5, lines 44-46), the decision graph comprising nodes and links between the nodes (a 
tree structure indicating their relationship, column 5, lines 33-54), the nodes comprising 
a set of decision nodes, and a set of feedback nodes, the decision nodes comprising 
question nodes and the feedback nodes comprising recommendation [and promotion] 
nodes, each of the nodes in the decision graph comprising rules defined by the author 
to define links to other nodes in the graph, and for a decision node, to request and 
obtain user information (question and reply nodes, column 6, lines 26-35), and for a 
feedback node, to provide feedback to users (solution nodes, column 6, lines 26-35), 
the rules defining links to other nodes in the decision graph comprising rules accessing 
and evaluating one of: personalization choices collected implicitly or explicitly from the 
user (the reply is evaluated, column 12, lines 4-16), static data relating to the user, a 
dynamically generated user model, attributes of elements in the knowledge base, and 
author-related goals; and utilizing one or more of: weighting systems, fuzzy logic 
systems, and probabilistic reasoning (neural networks, Column 13, lines 6-9), and a 
component to traverse the decision graph and fire the rules defined in the decision 
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graph nodes (the reply is evaluated and the knowledge module 208 is accessed to 
retrieve the next node corresponding to the selected reply, Column 12, lines 4-10); and 
a communication component for communicating the feedback to the users through the 
webserver to assist the users in making decisions regarding a business transaction 
(The Web server 202 acts as the presentation layer of the system 200, column 4, lines 
56-67). 

Mattern does not explicitly disclose the feedback nodes comprise promotion 
nodes. However, Herz discloses a similar system for the automatic determination of 
customized prices and promotions. The system automatically constructs product offers 
tailored to individual shoppers in a way that attempts to maximize the vendor's profits 
(Herz, paragraph [0004]). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to include promotional nodes in Mattern in 
order to provide customized prices and promotions which would attempt to maximize 
the vendor's profits ( Herz , paragraph 0004). 

The Examiner notes that the new limitation that the recommendation providing to 
the user by the feedback nodes are either an interim or final recommendation is 
inherent. If the recommendation provided in Mattern is subsequently replaced by 
another recommendation (i.e. updated), then it was an interim recommendation. If it is 
not replaced, then it was the final recommendation. Furthermore, Mattern explicitly 
discloses that the system will present to the user "a series of proposed solutions" 
(column 4, lines 46-50); thus, it is providing interim recommendations. 
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Claims 10/2, 10/3, and 10/9: Mattern and Herz disclose a computer program product 
for use in the computer system described in Claims 2, 3, and 9 above. Thus, claims 
10/2, 10/3, and 10/9 are rejected using the same analysis of claims 2, 3, and 9 above. 

Response to Arguments 

13. Applicant's arguments filed November 19, 2007 have been fully considered but 
they are not persuasive. 

The Applicant argues in reference to Claims 1,9, 10 and 1 5, the Mattern does 
not disclose the feedback nodes are configured to provide either an interim or final 
recommendation to the user" (page 10). This has been addressed in the rejections of 
these claims above. Inherently, every recommendation is either an interim 
recommendation or a final recommendation, depending on whether or not a subsequent 
recommendation (update) is received. Furthermore, Mattern explicitly discloses that the 
system will present to the user "a series of proposed solutions" (column 4, lines 46-50); 
thus, it is providing interim recommendations. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES W. MYHRE whose telephone number is 
(571)272-6722. The examiner can normally be reached on Monday through Thursday 
6:00-3:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JWM 

March 6, 2008 



/James W Myhre/ 

Primary Examiner, Art Unit 3688 



